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SHI, YIGONG 


Examiner 

Sheridan K Snedden 
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1653 





Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)[X] This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) \E\ Claim(s) 1-32 is/are pending in the application. 

4a) Of the above claim(s) 7-77 and 19-32 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^3 Claimfs) 1-6 and 18 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 
2.D Certified copies of the priority documents have been received in Application No. 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 

2) CH Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 
Paper No(s)/Mail Date 12/18/2001 . 



4) 



Interview Summary (PTO-413) / / 
Paper No(s)/Mail Date, U lO j /Q^f 

5) Q Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 20041101 
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DETAILED ACTION 

1. Applicant's response to the restriction requirement mailed 10/06/2004 was received 
during a telephone conversation with Ray Miller on November 7, 2004 a provisional election 
was made with traverse to prosecute the invention of Group I, claims 1-7 and 18. Additionally, 
the election of AVPI, SEQ ID NO: 1, was made regarding the requirement for election of 
species. Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 8-17 and 19-32 withdrawn from further consideration by the examiner, 37 CFR 1.142(b), 
as being drawn to a non-elected invention. Claim 7 is withdrawn from further consideration by 
the examiner as being drawn to a non-elected species. 

Claim Objections 

2. Claims 5 and 18 are objected to because of the following informalities: Claims 5 and 18 
recite nonelected species. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1-4 are rejected under 35 U.S.C. 1 12, first paragraph, as containing subject matter 
which was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. Applicant is also referred to the Guidelines on Written Description published 
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at FR 66(4) 1099-1 1 1 1 (January 5, 2001) (also available at www.uspto.gov) . The following 

passage is particularly relevant. 

The written description requirement for a claimed genus may be satisfied through sufficient description of a 
representative number of species by actual reduction to practice, reduction to drawings, or by disclosure of 
relevant identifying characteristics, i.e. structure or other physical and/or chemical properties, by functional 
characteristics coupled with a known or disclosed correlation between structure and function structure, or 
by a combination of such identifying characteristics, sufficient to show the applicant was in possession of 
the claimed genus. A "representative number of species" means that the species which are adequately 
described are representative of the entire genus. Thus, when there is substantial variation within a genus, 
one must describe a sufficient number of species to reflect the variation within the genus. What constitutes 
a "representative number" is an inverse function of the skill and knowledge in the art. Satisfactory 
disclosure of a "representative number" depends on whether one of skill in the art would recognize that 
applicant was in possession of the necessary common attributes or features of the elements possessed by 
the members of the genus in view of the species disclosed. In an unpredictable art, adequate written 
description of a genus which embraces widely variant species cannot be achieved by disclosing only one 
species within the genus. 



The claims are directed to a tetrapeptide that binds IAP. A review of the full content of 
the specification indicates that specific amino acid residues are required in order for the 
tetrapeptide to possess the desired functional attributes. Thus, a specific structure/function 
relationship exists that is absent in the claims. In light of these considerations, a person of skill 
in the art would not have viewed the description of a tetrapeptide to define a representative 
sample of species that would form the broadly claimed genus. As such, the applicant is not in 
possession of said genus. 



Claim Rejections - 35 USC § 102 
4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
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patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

5. Claims 1-6 and 18 are rejected under 35 U.S.C. 102(a) as being anticipated by Wang et 
al (US 6,608026). Wang et al teach AV peptides that binds an Inhibitor of Apoptosis Protein 
(IAP) and relieves lAP-mediated inhibition of caspase activity. The tetrapeptide of AVPI is 
taught in example 9, table 4. The tetrapeptide AVPI of Wang et al possesses identical properties 
of the tetrapeptide AVPI of the present claims, such as binding affinity to a BIR2 domain and 
sequence identity. Thus, the reference clearly anticipates the invention as recited in the claims. 

6. Claims 1-6 and 18 are rejected under 35 U.S.C. 102(e) as being anticipated by Alnemri et 
al (US 20020132786 Al). Alnemri et al teach AV peptides that binds an Inhibitor of Apoptosis 
Protein (IAP) and relieves LAP-mediated inhibition of caspase activity. The tetrapeptide of 
AVPI is taught as SEQ ID NO: 13. The tetrapeptide AVPI of Alnemri et al possesses identical 
properties of the tetrapeptide AVPI of the present claims, such as binding affinity to a BIR2 
domain and sequence identity. Thus, the reference clearly anticipates the invention as recited in 
the claims. 

Conclusion 

7. No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sheridan K Snedden whose telephone number is (571) 272-0959. 
The examiner can normally be reached on Monday - Friday, 8:30 AM to 5:00 PM. 



Application/Control Number: 09/965,967 



Page 5 



Art Unit: 1653 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jon Weber can be reached on (571) 272-0925. The fax phone number for regular 
communications to the organization where this application or proceeding is assigned is (703) 
872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0196. 



SKS 

November 10, 2004 





